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Summary of Invention 

An apparatus for practicing the method of coating a continuous length of material recited 
in claims 1 and 2 is depicted in drawing Figure 1 of the instant application. The first 
embodiment of the present invention, as exemplified in claim 1, recites a novel process for the 
application of a coating to a continuous length of material in either metallic or non-metallic 
product applications. 

In a first embodiment of the invention as claimed in claim 1, a method of coating a 
continuous length of material 1 comprises the steps of applying a tensile force to a portion of the 
continuous length of material 1, applying a coating such as an electron-beam curable coating to 
that portion of the material that is under tension, and curing the coating by exposure to radiation 
produced by an electron beam such that the coating is completely cured on the length of material 
1 under tension prior to it being contacted by any physical element. See page 8 of the instant 
specification for a detailed description of the method. 

In a second embodiment of the invention as exemplified in claim 2 of the instant 
application, the material is advanced, under tension through a coating system wherein an electron 
beam curable coating is applied thereto. The coating system is described in detail at pp. 10-12 of 
the specification of the instant application. Additionally, the step of applying an electron beam 
coating to the material is further detailed at pp. 10-12 of the specification, wherein the 
embodiments of the invention recited in claims 8 and 9 are described in detail. The coating step 
of the process of the present invention may further include the steps of washing, rinsing, drying, 
and applying a sealant to the material under tension, prior to the application of the electron beam 
curable coating. 

Issues 

Issue 1: Whether claims 1, 2, 4, 8 and 9 are patentable under 35 U.S.C §103 over U.S. 
Patent No. 3,965,551 to Ostrowski (hereinafter Ostrowski) in view of U.S. Patent No. 6,306,468 
to Maddox et al. (hereinafter Maddox). 

Issue 2: Whether claims 3 and 5-7 are patentable under 35 U.S.C. §103 over Ostrowski 
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in view of Maddox et al. and further in view of U.S. Patent No. 6,103,317 to Asai et al. 
(hereinafter Asai). 

Grouping of Claims 

For each ground of rejection which appellant contests herein which applies to more than 
one claim, such additional claims, to the extent separately identified and argued below, do not 
stand or fall together. 

The Argument 

Issue 1 - Whether claims 1, 2, 4, 8 and 9 are patentable under 35 U.S.C. §103 over 
Ostrowski in view of Maddox et al. 

Independent claim 1 recites a process for coating a continuous length of material 
comprising three steps: 1) applying tension to a portion of the material; 2) applying an electron- 
beam curable coating to that portion of material that is placed under tension; and 3) exposing the 
coated portion of material to an electron beam to cure the coating. Claims 2, 4, and 8 are 
dependent upon claim 1. Claim 9 is dependent upon claim 8. 

The establishment of a prima facie case of obviousness under 35 U.S.C. § 103(a) requires 
three basic criteria. Initially, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art to 
modify the reference or to combine reference teachings. Secondly, there must be a reasonable 
expectation of success. Thirdly, the prior art references must teach or suggest each claim 
limitation. (See generally MPEP 2143). Furthermore, the teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found in the prior 
art, not in the applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 
1991). 

Furthermore, the mere fact that references can be combined or modified does not render 
the resultant combination obvious unless the prior art also suggests the desirability of the 
combination. In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). This principle of 
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how to evaluate whether a prima facie case of obviousness has been made has been addressed 
many times by the Federal Circuit. In holding that the USPTO failed to establish a prima facie 
case of obviousness, the Federal Circuit has stated: 

Obviousness cannot be established by combining the claimed 
teachings of the prior art to produce the claimed invention, absent 
some teaching, suggestion or incentive supporting the combination. 
ACS Hospital Systems, Inc. v. Montefiore Hospital, 732 F.2d 1572, 
1577, 221 USPQ 929, 933 (Fed. Cir. 1984). 

In the present case claims 1, 2, 4, 8 and 9 stand rejected under 35 U.S.C. § 103(a) over 
Ostrowski in view of Maddox. The rejection of claims 1, 2, 4, 8 and 9 states that Ostrowski 
discloses a process for coating steel tubing under tension, while Maddox discloses coating the 
tubing with an electron beam curable coating and exposing the tubing to radiation from an 
electron-beam emitter to cure the coating. The grounds for rejection of claims 1, 2, 4, 8 and 9 
also stipulate that Ostrowski fails to teach coatings that are curable by the application of electron 
beams. 

The teachings of the Ostrowski patent relate generally to the application of polymeric 
coatings in liquid or powder form to metal tubing. (See Ostrowski at column 3, lines 22-45). 
Exemplary coatings taught in Ostrowski include both thermoplastic and thermosetting resins 
such as polyamides, polyvinylchlorides, polyesters, polyvinylidene chlorides, polyvinylacetates, 
butyrates, polyolefins, acrylics, and epoxies. (See Ostrowski at column 4, lines 1-14). However, 
Ostrowski contains no discussion or mention of electron beam curable formulas or compounds 
for use in coating the tube. Indeed the Ostrowski reference likely could not possibly have 
referred to electron beam curable coatings, since those coatings were not widely known at the 
time of filing of the Ostrowski application and further, since electron beam curable coatings are 
inherently incompatible with the conventional high temperature baking process used to cure 
coatings of the types disclosed in the Ostrowski reference. Accordingly, Ostrowski contains no 
teaching or suggestion regarding the use of electron beam curable coatings or electron beam 
radiation and the desirability of applying them in combination with a material under tension as 
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required by applicant's claims 1, 2, 4, 8 and 9. 

Nor is there any such teaching or suggestion for the combination supplied by the Maddox 
reference to support a prima facie case of obviousness with respect to appellants' claim 1 . The 
teachings of Maddox relate generally to a process of tube coating utilizing various electron beam 
curable coating compositions comprising difunctional unsaturated Acrylate aliphatic urethane 
oligimers having varying molecular weights. The steps involved in the Maddox process are 
detailed at column 5, lines 32-51 and include coil entry, tube formation, cleaning, rinsing, 
chemical pretreating, further rinsing, applying coating compositions as further specified, curing 
the coatings with electron beam equipment, and cutting the tube into lengths. The Maddox 
reference simply does not disclose, teach or otherwise contemplate placing a material to be 
coated under tension, nor does it suggest the desirability of combining a method of applying and 
curing electron beam coatings on a length of material under tension. 

In fact, the Maddox reference contemplates the difficulties encountered in conventional 
powder coating tube applications but offers no solution therefor. At column 6, lines 1-11 
Maddox discusses the implications of the high temperatures generated by the induction heaters 
required to cure prior art powdered coatings, such as those taught by Ostrowski. Maddox then 
states, in discussing prior art application of coatings: "The typical line speeds encountered with 
tube lines provide a very short dwell time to melt, flow and cure powder coatings, as a result the 
peak metal temperatures must be high. Tube flexing or bending can impair production or require 
more or special tube guides or rollers." (Maddox at column 6, lines 5-9). Maddox simply states 
that the difficulties of powder coating tube at elevated temperatures, for example the need for 
additional cooling time and a conveyor can be eliminated by practicing the invention. (Column 
6, lines 41-44). Nowhere does Maddox teach or suggest the desirability of placing the tube to be 
cured under tension as required by applicant's claim 1. 

In fact, the admission that powder coating requires "more or special tube guides or 
rollers" implies that some tube guides or rollers are required for the coating process contemplated 
by Maddox. This implication of Maddox actually teaches away from the invention of claim 1 
which requires the material being coated to be under tension, rather than being guided by rollers. 
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Maddox teaches conventional methods of tube formation in combination with the application of 
electron beam curable coatings which requires the existence of rollers or conveyors for 
advancement of the tube, thus teaching away from the claimed invention. (See Maddox columns 
5 and 6, lines 32- 54. The Federal Circuit has held that teaching away is antithesis of art 
suggesting that the person of ordinary skill go in the claimed direction, and that this is a per se 
demonstration of lack of prima facie obviousness. In re Fine, 873 F.2d 1071, 5 USPQ2d 1596 
(Fed. Cir. 1988). 

Accordingly, since there is no teaching or suggestion located anywhere in the prior art 
cited to modify the Ostrowski patent with the teachings of Maddox to arrive at the invention of 
claim 1 in the present application, the rejection of claims 1, 2, 4, 8 and 9 as obvious under 35 
U.S.C. § 103(a) is improper. 

Furthermore, claim 8 of the instant application is dependent upon claim 1 and contains 
the further limitation that the step of applying a coating to the continuous length of material is 
further comprised of the following steps: washing the portion of said material under tension; 
rinsing the portion of said material under tension; drying the portion of said material under 
tension; and applying an electron beam curable coating to the portion of said material under 
tension. Thus claim 8 of the present application requires that the washing, rinsing, drying, and 
coating steps all be accomplished on a portion of said material under tension. In the rejection of 
claims 1, 2, 4, 8 and 9 the Ostrowski reference is cited as disclosing a process that further 
comprises washing, rinsing, and drying the tubing under tension prior to coating at column 2, 
lines 31-45. (See page 3 of the Office Action mailed September 25, 2003). Column 2, lines 31- 
45 of Ostrowski are reproduced below: 

The continuous tubular form created by the tubeformer 12 advances 
directly to a welder 14 where the edges of the strip are joined by 
welding, preferably using a continuous resistance welder that is 
designed to keep the upset on the inside of the formed tubing at a 
minimum. After the welding is complete and scarfing of the outer 
surface in the welded region is effected, the tubing is passed to a 
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washing and pickling station 16 where cleaning and removal of 
oxides occur. This station may include an alkali wash for removing 
grease from the surface of the tubing, followed by rinsing and then 
acid treatment for pickling the surface, followed by a further rinse, all 
of which are well known in the prior art and described in the earlier- 
mentioned patents. 

As can be seen from the above disclosure, no support can be found for the assertion relied 
on in the rejection of claim 8, namely that the washing, rinsing and drying steps are practiced on 
the tubing while it is under tension. 

In fact, at column 3, lines 12-21 Ostrowski teaches that there is ample opportunity in the 
upstream portion of the production line, to support the tubing against sagging as a result of 
gravity and that the sizing and straightening rolls provide such support while moving the tube 
forward longitudinally. Furthermore, the final support 30 for the tubing downstream of the metal 
treating station 26 until it reaches the take-off assist device 44 is located just past the drying 
station 28. In other words, the support rollers 30 permit the tubing to be under tension between 
the rollers 30 and the take-off assist device 44. (See also Figure 1 of Ostrowski.) This is 
downstream of the cleaning 16, heating 18, galvanizing 20, cooling 22, metal treating 26 and 
rinse and drying stations 28. Based on this disclosure, the Ostrowski invention does not teach 
that the washing, rinsing and drying steps of the process occur under tension, but rather that the 
tubing is supported from gravitational sagging up to the point where the tubing is coated in a 
spray coating station 32. 

Based on the foregoing, Ostrowski actually teaches away from applicant's claim 8 
whereby the washing, rinsing and drying steps are all accomplished on a portion of material 
under tension. Furthermore, the limitations included in appellents' claim 8, namely washing, 
rinsing and drying the material under tension, is simply not taught by any prior art reference cited 
by the Examiner. For these reasons, the rejection of claim 8 and claim 9 which depend therefrom 
under 35 U.S.C. § 103(a) is improper. 
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Issue 2 - Whether claims 3 and 5-7 are patentable under 35 U.S.C. §103 over Ostrowski 
in view of Maddox et al. and further in view of U.S. Patent No. 6,103,317 to Asai et al. 

Claims 3 and 5-7 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Ostrowski in view of Maddox, and further in view of U.S. Patent No. 6,103,317 to Asai et al. 
However, appellants can find no teaching or suggestion to combine the disclosure of Asai with 
the teachings of Maddox and Ostrowski anywhere in the prior art cited. The Asai reference 
teaches a water-blocking composite applied to a central tension member of a cable or like strand, 
for the purpose of preventing water migration inside a fiber optic cable. (See generally column 3, 
lines 36-57, and Fig. 1). Optical fibers or wave guides are then applied over the water blocking 
composite coating in the manufacturing process, as depicted in Fig. 1 . 

While Asai does in fact disclose the use of radiation curing of water blocking coatings, it 
specifically states at column 2 lines 54-60: "The invention makes it possible to coat fibres (eg 
glass fibres: yarns: optical fibres), wires, or rods (eg cable tension members) or tubes (eg 
polymeric cable jackets or buffer tubes) or other articles in a rapid continuous process in which 
no solvents or water are required and where heat is not essential for melting or for inducing 
reactions." However, the process of Ostrowski teaches the use of induction heaters for curing the 
coating compositions used therein, as well as solvents for the treatment of the tube. (See Fig. 1 
of Ostroswki.) Additionally, Maddox also teaches the use of solvents and water for cleaning or 
treating the material to be coated prior to the application of electron beam curable coatings. (See 
column 5 lines 32-51 of Maddox.) Thus it would be counterintuitive to combine the teachings of 
Asai that no solvents or water are required, with the teachings of either Maddox or Ostrowski to 
arrive at the appellants' claimed invention. For the foregoing reasons, the appellants contend that 
the rejection of claim 3 and claims 5-7 is improper. Additionally, since claim 3 and 5-7 all 
depend from claim 1, for the reasons set forth herein above with respect to claim 1, appellants 
believe the rejection of claim 3 and claims 5-7 to be improper. 
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Conclusion 

For the extensive reasons advanced herein above, Appellant respectfully but forcefully 
contends that each claim in the present application is patentable. Therefore, reversal of all 
rejections is hereby courteously solicited. 



Respectfully submitted, 




Alexander P. Brackett 
Reg. No. 41,630 
Tel.: 502/588-4016 
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Appendix 



Pending Claims 

1. A process for coating a continuous length of material comprising the steps of: 

applying tension to a portion of said continuous length of material; 

applying an electron-beam curable coating to the portion of said material under tension; 
and 

exposing the coated portion of said material to an electron beam to cure the coating 



2. A process for coating a continuous length of material comprising the steps of: 

applying tension to a portion of said continuous length of material; 

advancing the portion of said continuous length of material under tension through a 
coating system; 

applying an electron beam curable coating to the portion of said material under tension; 
and 

exposing the coated portion of said material to an electron beam to cure the coating 



applied thereon. 



applied thereon. 



3. The process as claimed in claim 1 wherein said material is steel sheet. 



4. The process as claimed in claim 1 wherein said material is steel tube. 
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5. The process as claimed in claim 1 wherein said material is steel cable. 

6. The process as claimed in claim 1 wherein said material is non-metallic tube. 

7. The process as claimed in claim 1 wherein said material is non-metallic cable. 

8. The process as claimed in claim 1 wherein the step of applying a coating to said material is 
further comprised of the following steps; 

washing the portion of said material under tension; 

rinsing the portion of said material under tension; 

drying the portion of said material under tension; and 

applying an electron beam curable coating to the portion of said material under tension. 

9. The process as claimed in claim 8 wherein the step of applying a coating to said material 
further comprises applying a sealant to the portion of said material under tension. 
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Summary of Invention 

An apparatus for practicing the method of coating a continuous length of material recited 
in claims 1 and 2 is depicted in drawing Figure 1 of the instant application. The first 
embodiment of the present invention, as exemplified in claim 1, recites a novel process for the 
application of a coating to a continuous length of material in either metallic or non-metallic 
product applications. 

In a first embodiment of the invention as claimed in claim 1, a method of coating a 
continuous length of material 1 comprises the steps of applying a tensile force to a portion of the 
continuous length of material 1, applying a coating such as an electron-beam curable coating to 
that portion of the material that is under tension, and curing the coating by exposure to radiation 
produced by an electron beam such that the coating is completely cured on the length of material 
1 under tension prior to it being contacted by any physical element. See page 8 of the instant 
specification for a detailed description of the method. 

In a second embodiment of the invention as exemplified in claim 2 of the instant 
application, the material is advanced, under tension through a coating system wherein an electron 
beam curable coating is applied thereto. The coating system is described in detail at pp. 10-12 of 
the specification of the instant application. Additionally, the step of applying an electron beam 
coating to the material is further detailed at pp. 10-12 of the specification, wherein the 
embodiments of the invention recited in claims 8 and 9 are described in detail. The coating step 
of the process of the present invention may further include the steps of washing, rinsing, drying, 
and applying a sealant to the material under tension, prior to the application of the electron beam 
curable coating. 

Issues 

Issue 1 : Whether claims 1, 2, 4, 8 and 9 are patentable under 35 U.S.C. §103 over U.S. 
Patent No. 3,965,551 to Ostrowski (hereinafter Ostrowski) in view of U.S. Patent No. 6,306,468 
to Maddox et al. (hereinafter Maddox). 

Issue 2: Whether claims 3 and 5-7 are patentable under 35 U.S.C. §103 over Ostrowski 
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in view of Maddox et al. and further in view of U.S. Patent No. 6,103,317 to Asai et al, 
(hereinafter Asai). 

Grouping of Claims 

For each ground of rejection which appellant contests herein which applies to more than 
one claim, such additional claims, to the extent separately identified and argued below, do not 
stand or fall together. 

The Argument 

Issue 1 - Whether claims 1, 2, 4, 8 and 9 are patentable under 35 U.S.C. §103 over 
Ostrowski in view of Maddox et al. 

Independent claim 1 recites a process for coating a continuous length of material 
comprising three steps: 1) applying tension to a portion of the material; 2) applying an electron- 
beam curable coating to that portion of material that is placed under tension; and 3) exposing the 
coated portion of material to an electron beam to cure the coating. Claims 2, 4, and 8 are 
dependent upon claim 1. Claim 9 is dependent upon claim 8. 

The establishment of a prima facie case of obviousness under 35 U.S.C. §103(a) requires 
three basic criteria. Initially, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art to 
modify the reference or to combine reference teachings. Secondly, there must be a reasonable 
expectation of success. Thirdly, the prior art references must teach or suggest each claim 
limitation. (See generally MPEP 2143). Furthermore, the teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found in the prior 
art, not in the applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 
1991). 

Furthermore, the mere fact that references can be combined or modified does not render 
the resultant combination obvious unless the prior art also suggests the desirability of the 
combination. In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). This principle of 
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how to evaluate whether a prima facie case of obviousness has been made has been addressed 
many times by the Federal Circuit. In holding that the USPTO failed to establish a prima facie 
case of obviousness, the Federal Circuit has stated: 

Obviousness cannot be established by combining the claimed 
teachings of the prior art to produce the claimed invention, absent 
some teaching, suggestion or incentive supporting the combination. 
ACS Hospital Systems, Inc. v. Montefiore Hospital, 732 F.2d 1572, 
1577, 221 USPQ 929, 933 (Fed. Cir. 1984). 

In the present case claims 1, 2, 4, 8 and 9 stand rejected under 35 U.S.C. § 103(a) over 
Ostrowski in view of Maddox. The rejection of claims 1, 2, 4, 8 and 9 states that Ostrowski 
discloses a process for coating steel tubing under tension, while Maddox discloses coating the 
tubing with an electron beam curable coating and exposing the tubing to radiation from an 
electron-beam emitter to cure the coating. The grounds for rejection of claims 1, 2, 4, 8 and 9 
also stipulate that Ostrowski fails to teach coatings that are curable by the application of electron 
beams. 

The teachings of the Ostrowski patent relate generally to the application of polymeric 
coatings in liquid or powder form to metal tubing. (See Ostrowski at column 3, lines 22-45). 
Exemplary coatings taught in Ostrowski include both thermoplastic and thermosetting resins 
such as polyamides, polyvinylchlorides, polyesters, polyvinylidene chlorides, polyvinylacetates, 
butyrates, polyolefins, acrylics, and epoxies. (See Ostrowski at column 4, lines 1-14). However, 
Ostrowski contains no discussion or mention of electron beam curable formulas or compounds 
for use in coating the tube. Indeed the Ostrowski reference likely could not possibly have 
referred to electron beam curable coatings, since those coatings were not widely known at the 
time of filing of the Ostrowski application and further, since electron beam curable coatings are 
inherently incompatible with the conventional high temperature baking process used to cure 
coatings of the types disclosed in the Ostrowski reference. Accordingly, Ostrowski contains no 
teaching or suggestion regarding the use of electron beam curable coatings or electron beam 
radiation and the desirability of applying them in combination with a material under tension as 
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required by applicant's claims 1, 2, 4, 8 and 9. 

Nor is there any such teaching or suggestion for the combination supplied by the Maddox 
reference to support a prima facie case of obviousness with respect to appellants' claim 1. The 
teachings of Maddox relate generally to a process of tube coating utilizing various electron beam 
curable coating compositions comprising difunctional unsaturated Acrylate aliphatic urethane 
oligimers having varying molecular weights. The steps involved in the Maddox process are 
detailed at column 5, lines 32-51 and include coil entry, tube formation, cleaning, rinsing, 
chemical pretreating, further rinsing, applying coating compositions as further specified, curing 
the coatings with electron beam equipment, and cutting the tube into lengths. The Maddox 
reference simply does not disclose, teach or otherwise contemplate placing a material to be 
coated under tension, nor does it suggest the desirability of combining a method of applying and 
curing electron beam coatings on a length of material under tension. 

In fact, the Maddox reference contemplates the difficulties encountered in conventional 
powder coating tube applications but offers no solution therefor. At column 6, lines 1-11 
Maddox discusses the implications of the high temperatures generated by the induction heaters 
required to cure prior art powdered coatings, such as those taught by Ostrowski. Maddox then 
states, in discussing prior art application of coatings: "The typical line speeds encountered with 
tube lines provide a very short dwell time to melt, flow and cure powder coatings, as a result the 
peak metal temperatures must be high. Tube flexing or bending can impair production or require 
more or special tube guides or rollers." (Maddox at column 6, lines 5-9). Maddox simply states 
that the difficulties of powder coating tube at elevated temperatures, for example the need for 
additional cooling time and a conveyor can be eliminated by practicing the invention. (Column 
6, lines 41-44). Nowhere does Maddox teach or suggest the desirability of placing the tube to be 
cured under tension as required by applicant's claim 1 . 

In fact, the admission that powder coating requires "more or special tube guides or 
rollers" implies that some tube guides or rollers are required for the coating process contemplated 
by Maddox. This implication of Maddox actually teaches away from the invention of claim 1 
which requires the material being coated to be under tension, rather than being guided by rollers. 
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Maddox teaches conventional methods of tube formation in combination with the application of 
electron beam curable coatings which requires the existence of rollers or conveyors for 
advancement of the tube, thus teaching away from the claimed invention. (See Maddox columns 
5 and 6, lines 32- 54. The Federal Circuit has held that teaching away is antithesis of art 
suggesting that the person of ordinary skill go in the claimed direction, and that this is a per se 
demonstration of lack of prima facie obviousness. In re Fine, 873 F.2d 1071, 5 USPQ2d 1596 
(Fed. Cir. 1988). 

Accordingly, since there is no teaching or suggestion located anywhere in the prior art 
cited to modify the Ostrowski patent with the teachings of Maddox to arrive at the invention of 
claim 1 in the present application, the rejection of claims 1, 2, 4, 8 and 9 as obvious under 35 
U.S.C. § 103(a) is improper. 

Furthermore, claim 8 of the instant application is dependent upon claim 1 and contains 
the further limitation that the step of applying a coating to the continuous length of material is 
further comprised of the following steps: washing the portion of said material under tension; 
rinsing the portion of said material under tension; drying the portion of said material under 
tension; and applying an electron beam curable coating to the portion of said material under 
tension. Thus claim 8 of the present application requires that the washing, rinsing, drying, and 
coating steps all be accomplished on a portion of said material under tension. In the rejection of 
claims 1, 2, 4, 8 and 9 the Ostrowski reference is cited as disclosing a process that further 
comprises washing, rinsing, and drying the tubing under tension prior to coating at column 2, 
lines 31-45. (See page 3 of the Office Action mailed September 25, 2003). Column 2, lines 31- 
45 of Ostrowski are reproduced below: 

The continuous tubular form created by the tubeformer 12 advances 
directly to a welder 14 where the edges of the strip are joined by 
welding, preferably using a continuous resistance welder that is 
designed to keep the upset on the inside of the formed tubing at a 
minimum. After the welding is complete and scarfing of the outer 
surface in the welded region is effected, the tubing is passed to a 
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washing and pickling station 16 where cleaning and removal of 
oxides occur. This station may include an alkali wash for removing 
grease from the surface of the tubing, followed by rinsing and then 
acid treatment for pickling the surface, followed by a further rinse, all 
of which are well known in the prior art and described in the earlier- 
mentioned patents. 

As can be seen from the above disclosure, no support can be found for the assertion relied 
on in the rejection of claim 8, namely that the washing, rinsing and drying steps are practiced on 
the tubing while it is under tension. 

In fact, at column 3, lines 12-21 Ostrowski teaches that there is ample opportunity in the 
upstream portion of the production line, to support the tubing against sagging as a result of 
gravity and that the sizing and straightening rolls provide such support while moving the tube 
forward longitudinally. Furthermore, the final support 30 for the tubing downstream of the metal 
treating station 26 until it reaches the take-off assist device 44 is located just past the drying 
station 28. In other words, the support rollers 30 permit the tubing to be under tension between 
the rollers 30 and the take-off assist device 44. (See also Figure 1 of Ostrowski.) This is 
downstream of the cleaning 16, heating 18, galvanizing 20, cooling 22, metal treating 26 and 
rinse and drying stations 28. Based on this disclosure, the Ostrowski invention does not teach 
that the washing, rinsing and drying steps of the process occur under tension, but rather that the 
tubing is supported from gravitational sagging up to the point where the tubing is coated in a 
spray coating station 32. 

Based on the foregoing, Ostrowski actually teaches away from applicant's claim 8 
whereby the washing, rinsing and drying steps are all accomplished on a portion of material 
under tension. Furthermore, the limitations included in appellents' claim 8, namely washing, 
rinsing and drying the material under tension, is simply not taught by any prior art reference cited 
by the Examiner. For these reasons, the rejection of claim 8 and claim 9 which depend therefrom 
under 35 U.S.C. § 103(a) is improper. 
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Issue 2 - Whether claims 3 and 5-7 are patentable under 35 U.S.C. §103 over Ostrowski 
in view of Maddox et al. and further in view of U.S. Patent No. 6,103,317 to Asai et al. 

Claims 3 and 5-7 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Ostrowski in view of Maddox, and further in view of U.S. Patent No. 6,103,317 to Asai et al. 
However, appellants can find no teaching or suggestion to combine the disclosure of Asai with 
the teachings of Maddox and Ostrowski anywhere in the prior art cited. The Asai reference 
teaches a water-blocking composite applied to a central tension member of a cable or like strand, 
for the purpose of preventing water migration inside a fiber optic cable. (See generally column 3, 
lines 36-57, and Fig. 1). Optical fibers or wave guides are then applied over the water blocking 
composite coating in the manufacturing process, as depicted in Fig. 1 . 

While Asai does in fact disclose the use of radiation curing of water blocking coatings, it 
specifically states at column 2 lines 54-60: "The invention makes it possible to coat fibres (eg 
glass fibres: yarns: optical fibres), wires, or rods (eg cable tension members) or tubes (eg 
polymeric cable jackets or buffer tubes) or other articles in a rapid continuous process in which 
no solvents or water are required and where heat is not essential for melting or for inducing 
reactions." However, the process of Ostrowski teaches the use of induction heaters for curing the 
coating compositions used therein, as well as solvents for the treatment of the tube. (See Fig. 1 
of Ostroswki.) Additionally, Maddox also teaches the use of solvents and water for cleaning or 
treating the material to be coated prior to the application of electron beam curable coatings. (See 
column 5 lines 32-51 of Maddox.) Thus it would be counterintuitive to combine the teachings of 
Asai that no solvents or water are required, with the teachings of either Maddox or Ostrowski to 
arrive at the appellants' claimed invention. For the foregoing reasons, the appellants contend that 
the rejection of claim 3 and claims 5-7 is improper. Additionally, since claim 3 and 5-7 all 
depend from claim 1, for the reasons set forth herein above with respect to claim 1, appellants 
believe the rejection of claim 3 and claims 5-7 to be improper. 
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Conclusion 

For the extensive reasons advanced herein above, Appellant respectfully but forcefully 
contends that each claim in the present application is patentable. Therefore, reversal of all 
rejections is hereby courteously solicited. 



Respectfully submitted, 




Alexander P. Brackett 
Reg. No. 41,630 
Tel.: 502/588-4016 
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Pending Claims 

1 . A process for coating a continuous length of material comprising the steps of: 

applying tension to a portion of said continuous length of material; 

applying an electron-beam curable coating to the portion of said material under tension; 
and 

exposing the coated portion of said material to an electron beam to cure the coating 



2. A process for coating a continuous length of material comprising the steps of: 

applying tension to a portion of said continuous length of material; 

advancing the portion of said continuous length of material under tension through a 
coating system; 

applying an electron beam curable coating to the portion of said material under tension; 
and 

exposing the coated portion of said material to an electron beam to cure the coating 



applied thereon. 



applied thereon. 



3. The process as claimed in claim 1 wherein said material is steel sheet. 



4. The process as claimed in claim 1 wherein said material is steel tube. 
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5. The process as claimed in claim 1 wherein said material is steel cable. 

6. The process as claimed in claim 1 wherein said material is non-metallic tube. 

7. The process as claimed in claim 1 wherein said material is non-metallic cable. 

8. The process as claimed in claim 1 wherein the step of applying a coating to said material is 
further comprised of the following steps; 

washing the portion of said material under tension; 

rinsing the portion of said material under tension; 

drying the portion of said material under tension; and 

applying an electron beam curable coating to the portion of said material under tension. 

9. The process as claimed in claim 8 wherein the step of applying a coating to said material 
further comprises applying a sealant to the portion of said material under tension. 



